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REMARKS 

The Examiner's finding that Claims 6 through 8, 24 through 26, and 36 through 
38 contain allowable subject matter is gratefully acknowledged. However, Applicant 
believes that all other pending claims are also allowable, as will be explained below. 
Claims 1 through 12, 21 through 30, and 36 through 38 remain pending in the 
application. 

In Making Rejections. Examiner Must Consider Every Element of Claim 
Anticipation under 35 U.S.C. § 102 

To anticipate a claim, a single prior art reference must expressly or inherently disclose 
each claim limitation. Celeritas Techs.. Ltd. v. Rockwell Int'l Corp ., 150 F.3d 1354, 
1361 (Fed. Cir. 1998). But disclosure of each element is not quite enough~this court 
has long held that "anticipation requires the presence in a single prior art disclosure of 
all elements of a claimed invention arranged as in the claim." Connell v. Sears. 
Roebuck & Co. . 722 F.2d 1542, 1548 (Fed. Cir. 1983) (citing Soundscriber Corp. v. 
United States . 360 F.2d 954, 960 (Ct. CI. 1966) (emphasis added)). 

Obviousness under 35 U.S.C. §103 

The failure of an asserted combination to teach or suggest each and every feature of 
a claim remains fatal to an obviousness rejection under 35 U.S.C. § 103, despite any 
recent revision to the Manual of Patent Examining Procedure CMPEP Y 

Section 2143.03 of the MPEP requires the "consideration" of every claim feature in 
an obviousness determination. To render claim 1 unpatentable, however, the Office 
must do more than merely "consider" each and every feature for this claim. Instead, 
the asserted combination of the patents to Smith and Jones must also teach or suggest 
each and every claim feature. See In re Rovka . 490 F.2d 981, 180 USPQ 580 (CCPA 
1974) (emphasis added) (to establish prima facie obviousness of a claimed invention, 
all the claim features must be taught or suggested by the prior art). Indeed, as the 
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Board of Patent Appeal and Interferences has recently confirmed, a proper 
obviousness determination requires that an Examiner make "a searching comparison 
of the claimed invention - including all its limitations - with the teaching of the prior 
art." See In re Wada and Murphy . Appeal 2007-3733, citing I n re Ochiai . 71 F.3d 
1565, 1572 (Fed. Cir. 1995) (emphasis in original). Further, the necessary presence of 
all claim features is axiomatic, since the Supreme Court has long held that obviousness 
is a question of law based on underlying factual inquiries, including ... ascertaining 
the differences between the claimed invention and the prior art. Graham v. John Deere 
Co.. 383 U.S. 1, 148 USPQ 459 (1966) (emphasis added). Indeed, Applicant submits 
that this is why Section 904 of the MPEP Section 904 instructs Examiners to conduct 
an art search that covers "the invention as described and claimed." (emphasis added). 
Lastly, Applicant respectfully directs attention to MPEP § 2143, the instructions of 
which buttress the conclusion that obviousness requires at least a suggestion of all of 
the features of a claim, since the Supreme Court in KSR Int'l v. Teleflex Inc. stated 
that "there must be some articulated reasoning with some rational underpinning to 
support the legal conclusion of obviousness." KSR Int'l v. Teleflex Inc. . 127 S. Ct. 
1727, 1741 (2007) (quoting In re Kahn, 441 F.3d 977, 988 (Fed. Cir. 2006). 

In sum, it remains well-settled law that obviousness requires at least a 
suggestion of all of the features in a claim. See In re Wada and Murphy, citing CFMT. 
Inc. v. Yieldup Intern. Corp .. 349 F.3d 1333, 1342 (Fed. Cir. 2003) and In re Rovka . 
490 F.2d 981, 985 (CCPA 1974)). 

Specific Claim Rejections 

Claim Rejections - 35 USC § 102(a) 

Tadigadapa 

In Section 2 of the Office Action, the Examiner rejected Claims 1,9-10, and 1 1 
as being anticipated by Tadigadapa et a!. (US Pat. App. 2003/0061889, hereinafter 
"Tadigadapa"). The Examiner asserts that the method disclosed by Tadigadapa 
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includes "providing a first layer of material 800, providing a second layer of material 
820, providing a coating 810 on a recessed portion! first portion of the first layer 800, 
fusion/direct bonding the first layer and the second layer to each other . . . the coating 
810 being effective to prevent the recessed coated portion/first coated portion from 
bonding with the second layer 820 (figs. 8A-8C) (Office Action of 7/21/2009, Section 
1 , emphasis added). 

However, contrary to the assertion of the Examiner, the coating 810 does not 
prevent the coated portion from bonding with the second layer. In fact, the complete 
opposite is true. As will be appreciated by a careful examination of Figs. 8A-8C, the 
portions of the first layer that are bonded to the second layer are the coated portions. 

As described in Paragraph [0055] through Paragraph [0057], the tube section of 
Tadigadapa is formed, in pertinent part by bonding two silicon wafers and a glass 
wafer together. First, a tube cavity 802 is created in the first silicon wafer 800 by an 
etching process ([0055], lines 7-8, Fig. 8A). This is followed by a first boron diffusion 
step 810 to create the tube body ([0055], lines 8-10, Fig. 8B). A second doped boron 
layer 830 is formed in the second silicon wafer 820 ([0055], lines 10-1 1, Fig. 8C). 
The two silicon wafers are then attached together via fusion bonding ([0056], lines 1- 
4, Fig. 8C). The bonded wafers are then etched in a selective silicon etchant which 
etches the undoped silicon and stops at the boron doped silicon ([0056], lines 8-11, 
Fig. 8D, emphasis added) The tube is then patterned and etched using an etching 
technique ([0056], lines 12-13, Fig. 8E). 

It will be apparent upon inspection of Fig. 8C that the coated surface 830 of the 
second wafer 820 is bonded to the coated surface 810 of the first wafer 800 at every 
location where the two surfaces come into contact. There is no bonding in the tube 
cavity area 802 where the coated surface 810 of the first silicon wafer 800 and the 
coated surface 830 of the second silicon wafer 820 are physically separated. The lack 
of bonding in the tube cavity 802 is a result of physical separation of the coated 
surfaces, and not as a result of the applied coatings. Clearly, the coated surfaces 830 
and 810 promote bonding of the two layers. Thus, Tadigadapa fails to teach the 
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application of a coating to a first layer, the coating being effective to prevent the 
coated portion from bonding with a second layer. 

In Section 1 of the Office Action, the Examiner admits "it is true that the lack 
of bonding in the tube cavity 802 is a result of the physical separation of the coated 
surfaces"; during the interview, the Examiner agreed that the rejection in the most 
recent Office Action failed to address the Claim 1 limitation of "the coating being 
effective to prevent ... bonding". Accordingly, the rejections of pending Claims 1, 9- 
10, and 1 1 that are based in whole or in part upon Tadigadapa should be withdrawn. 

Claim Rejections - 35 USC § 102(e) 

Khuri-Yakub re Claims 1.4-5. and 9-10 

In Section 3 of the Office Action, the Examiner rejected Claims 1, 4-5, and 9- 
10 as being anticipated by Khuri-Yakub et al. (US 6,958,255, hereinafter "Khuri- 
Yakub"). The Examiner asserts that the method disclosed by Khuri-Yakub includes 
"providing a first layer of material 1 1, providing a second layer of material 14/51, 
providing a coating 57 on a recessed portion/Grst portion of the first layer, 
fiisi on/direct bonding the first layer and the second layer to each other. . ., the coating 
being effective to prevent the recessed coated portion/first coated portion from 
bonding with the second layer 14/51 (Office Action of 7/21/2009, Section 3, emphasis 
added). 

However, contrary to the assertion of the Examiner, the coating 57 does not 
prevent the coated portion from bonding with the second layer. In fact, the complete 

opposite is true. As will be appreciated by a careful examination of Figs 5.5 and 5.6, 
the portions of the first layer that are bonded to the second layer are the coated 
portions. 

As described in Col. 6, lines 37-64, the transducer of Khuri-Yakub is formed, in 
pertinent part by an SOI silicon wafer 21 and a prime silicon carrier wafer 11. The 

first step is to define an extra mass 51 on the SOI wafer 21 by using an etching 
technique (Col. 6, lines 38-42, Fig. 5.1). In this step, the silicon layer is selectively 
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etched to leave regions or islands to meet the design requirements for the added mass 
51. The prime silicon carrier wafer 1 1 is thermally oxidized to define a cavity 56 
depth and an etching sequence removes the exposed oxides (Col. 6, lines 51-54, Fig. 

5.4) . According to Khuri-Yakub, the cavity 56 depth must be larger than the thickness 
of the extra mass 51 on the silicon layer of the SOI wafer 21 (Col. 6, lines 54-56, Fig. 

5.5) . The carrier wafer 1 1 and the SOI wafer 21 with the extra mass 5 1 are fuse 
bonded (Col. 6, lines 62-65, Fig. 5.5). 

It will be apparent upon inspection of Fig. 5.5 that the coated surface 57 of the 
carrier wafer 1 1 is bonded to the coated surface 14 of the SOI wafer 21 at every 
location where the two surfaces come into contact. There is no bonding in the cavity 
56 regions where the coated surface 14 of the SOI wafer 21 and the coated surface 57 
of the carrier wafer 1 1 are physically separated. The lack of bonding in the cavity 56 
region is a result of physical separation of the coated surfaces, and not as a result of 
the applied coatings. Clearly, the coated surfaces 57 and 14 promote bonding of the 
two layers. Thus, Khuri-Yakub fails to teach the application of a coating to a first 
layer, the coating being effective to prevent the coated portion from bonding with the 
second layer. 

In Section 1 of the Office Action, the Examiner admits "it is true that the lack 
of bonding in the tube cavity 56 is a result of the physical separation of the coated 
surfaces"; during the interview, the Examiner agreed that the rejection in the most 
recent Office Action failed to address the Claim 1 limitation of "the coating being 
effective to prevent ... bonding". Accordingly, the rejections of pending Claims 1, 4-5, 
and 9-10 that are based in whole or in part upon Khuri-Yakub should be withdrawn. 

Khuri-Yakub re Claims 21. 27-28. and 29 

In Section 4 of the Office Action, the Examiner rejected Claims 21, 27-28, and 
29 as being anticipated by Khuri-Yakub. The Examiner asserts that the method 

disclosed by Khuri-Yakub includes "providing a plurality of layers of material, 
including at least a first layer 5 1 and a second layer 1 1 , wherein the first layer includes 
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a silicone membrane 14/movabIe micro valve portion that is movable relative to a 
stationary portion of the first layer, providing a coating 57 on a recessed portion! di 
portion of the second layer 11, positioning the coated portion of the second layer 
adjacent the silicon membrane 14/movable microvalve portion of the first layer, 
performing a fusion/bonding operation to bond the plurality of layers together, 
wherein the coating 57 prevents the silicon membrane 14/movable microvalve portion 
of the first layer fi-om bonding with the recessed coated portion of the second layer 
(Office Action of 7/21/2009, emphasis added). 

However, contrary to the assertion of the Examiner, the coating 57 does not 
prevent the coated portion from bonding with the second layer. In fact, the complete 
opposite is true. As will be appreciated by a carefiil examination of Figs 5.5 and 5.6, 
the portions of the first layer that are bonded to the second layer are the coated 
portions. 

As fully described above, Khuri-Yakub forms a transducer in pertinent part by 
bonding an SOI silicon wafer 21 defining an added mass 51 to a silicon carrier wafer 
1 1 defining a cavity 56. According to Khuri-Yakub, the cavity 56 depth must be 
larger than the thickness of the extra mass 51 on the silicon layer of the SOI wafer 21 
(Col. 6, lines 54-56, Fig. 5.5). 

It will be apparent upon inspection of Fig. 5.5 that the coated surface 57 of the 
carrier wafer 1 1 is bonded to the coated surface 14 of the SOI wafer 21 at every 
location where the two surfaces come into contact. There is no bonding in the cavity 
56 regions where the coated surface 14 of the SOI wafer 21 and the coated surface 57 
of the carrier wafer 1 1 are physically separated. The lack of bonding in the cavity 56 
region is a result of physical separation of the coated surfaces, and not as a result of 
the applied coatings. Clearly, the coated surfaces 57 and 14 promote bonding of the 
two layers. Thus, Khuri-Yakub fails to teach the application of a coating to a second 
layer, wherein the coating prevents the movable portion of the first layer from bonding 
with the coating portion of the second layer while an uncoated portion of the second 
layer bonds to the stationary portion of the first layer. 
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In Section 1 of the Office Action, the Examiner admits "it is true that the lack 
of bonding in the tube cavity 802 is a result of the physical separation of the coated 
surfaces"; during the interview, the Examiner agreed that the rejection in the most 
recent Office Action failed to address the limitation of Claim 21 that "the coating 
prevents ...bonding". Accordingly, the rejections of pending Claims 21, 27-28, and 29 
that are based in whole or in part upon Khuri-Yakub should be withdrawn. 

Claim Rejections - 35 USC § 103(a) 

Khuri-Yakub in view of Cohn 

In Section 5 of the Office Action, the Examiner rejected Claims 2-3 and 22-23 
as being unpatentable over Khuri-Yakub in view of Cohn et al. (US Pat App 
2002/0096421, hereinafter "Cohn"). Claims 2-3 depends from Claim 1, and Claims 
22-23 depend from Claim 21 which are believed to be allowable. As indicated above, 
the Examiner has failed to consider all the limitations of Claims 1 and 21. In 
combination, the Khuri-Yakub and Cohn references fail to teach the application of a 
coating to a portion of a layer, "the coating being effective to prevent . . . bonding" 
(Claim 1) or "the coating prevents ...bonding" (Claim 21) of the coated portion of the 
layer with another layer. As such, the rejection of pending Claims 2-3 and 22-23 in 
Section 5 which is based in part on Khuri-Yakub should be withdrawn. 

Khuri-Yakub in view of Ting 

In Section 6 of the Office Action, the Examiner rejected Claims 12 and 30 as 

being unpatentable over Khuri-Yakub in view of Ting et al. (US Pat App 
2002/0096421, hereinafter "Cohn"). Claim 12 depends from Claim 1, and Claim 30 
depends from Claim 21 which are believed to be allowable. As indicated above, the 
Examiner has failed to consider all the limitations of Claims 1 and 21. In 
combination, the Khuri-Yakub and Ting references fail to teach the application of a 
coating to a portion of a layer, "the coating being effective to prevent . . . bonding" 
(Claim 1) or "the coating prevents ...bonding" (Claim 21) of the coated portion of the 
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layer with another layer. As such, the rejection of pending Claims 12 and 30 in 
Section 6 which is based in part on Khuri-Yakub should be withdrawn. 

Allowable Subject Matter 

In Section 7, the Examiner's finding that Claims 6-8, 24-26, and 36-38 contain 
allowable subject matter is gratefully acknowledged. Applicant appreciates the 
diligence of the Examiner in the examination of this application. 

Applicant notes, however, that the Examiner has indicated that the reasons for 
indicating that these claims is "for the reasons stated in the previous office action." As 
stated in the response to that previous office action, the paraphrased the limitations of 
dependent Claims 6, 8, 24, and 26 in the Examiner's Statement of Reasons for 
Allowance. Applicant notes that there are some differences between the precise 
wording of these claims and the language recited in the Examiner's Statement of 
Reasons for Allowance, and further notes that there are other limitations presented in 
the Allowed Claims. While Applicant believes the claims are allowable, Applicant 
does not acquiesce to any implication that patentability resides in or is limited to the 
limitations as stated by the Examiner, nor that each feature noted by the Examiner is 
required for patentability. 
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Conclusion 

The application should be in proper form for allowance, and a Notice of 
Allowance is respectfully requested. If, for any reason, the Examiner cannot issue a 
Notice of Allowance following entry of this Amendment, the Examiner is respectfully 
requested to contact the undersigned attorney by telephone to arrange an interview to 
discuss the reason(s), in order that the application be most expeditiously handled. 

Respectfully submitted, 



/Allen W. Inks/ 
Allen W. Inks 
Reg. No. 37,358 

MacMillan, Sobanski & Todd, LLC 
One Maritime Plaza, Fifth Floor 
720 Water Street 
Toledo, Ohio 43604 
(419) 255-5900 
inks @mstfirm. com 
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